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INDUSTRY, TECHNOLOGYAND COMMERCE LEGISLATION
AMENDMENT BiLL 1992

OUTLINE

This Bill is an omnibus Bill for legislation administeredwithin the industry,
Technology and Commerceportfolio. Its purpose is to make a number of
amendmentsto existing legislation.

The Bill makesthe following amendments;

Amendmentof the AutomotiveIndustryAuthority Act

The amendmentwill change the termination date from 31 December1992 to
31 December2000therebygiving effect to the Governmentsdecision to maintain
an independentbody to monitor theautomotiveindustry throughto the year 2000.

Amendmentsof theCommerce(TradeDescriptions)Act

The amendmentsof the Commerce(Trade Descriptions)Act substantiallyincrease
thepenaltiesundertheAct.

Amendmentof theDesignsAct

The amendmentof the DesignsAct makesit clear that indefinitenessin extent in
one or two dimensionsof thearticleto which a designis appliedshouldnotbetaken
into accountwhendeterminingthe registrability of thedesign.

The amendmentis necessitatedby two recent court decisions which have the
undesiredeffectof invalidatingmany registereddesigns. It is retroactivein order to
preservethe validity of current registrations. This retrospectivityis limited to 16
yearsbefore the first of the court decisions (16 years being the maximum period
during which a designregistrationcanbe in force). Provision is also madefor the
protectionor compensationof personswho acted in the belief that the registrationof
a designwas invalid asa consequenceof thedecisions.

Amendmentsof theNationalMeasurementAct

Theamendmentswill provide for;

(a) the certification of referencematerials,many of which comefrom overseas,
so that measurementsmade using such materials satisfy the traceability
provisionsof the Act;

(b) the pattern approval and certification, as found appropriate, of measuring
instrumentsused for legal purposesotherthan trademeasurement,so that such
measurementswill comply with thetraceabilityprovisionsof the Act;
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(c) test procedures,used to determinethe amount of error in a measuring
instrument, to be specified in certificates of approval. Uniform trade
measurementlegislation being introduced by the States and Territories
requiresthe testproceduresbe specified so that uniform testing is ensured
following the licensing of industry personnel to perform instrument
certification;

(d) the examinationof measuringinstruments to ensurecompliance with their
approvedpattern;and

(e) clarification of Australia’sobligations under the ‘Convention establishingan

lnternationaiOrganisationof Legal Metrology’.

Amendxneatof theScienceand IndustryResearchAct

Section lOB of the Act deals with the office of Chief Executive of CSIRO.
Subsection1OB(4) is a standardclauseenabling a decision to be madeabout any
residual matter not determined by the RemunerationTribunal or prescribedby
regulation. Current legislative practice is to assign this residual decision-making
role to theMinister or the Board of the Authority itself ratherthan the Governor-
General. Theamendmentwill give the responsibilityto the Minister.

Amendmentsof the TradeMarks Act

The amendments of the Trade Marks Act are based on the anti-
counterfeiting/forgeryrecommendationsof the report of the Working Party to
Review the Trade Masks Legislation, RecommendedChanges to the Australian
TradeMarks Legislation,July 1992, (recommendations53-56).

The amendmentsprescribesubstantiallystiffer penaltiesfor forging registeredtrade
marksand dealingin counterfeitgoods.

They also incorporatethe conceptof implied knowledgeon the part of the defendant
to cover both actual knowledgeand recklessnessand providefor the characteristics
of the defendantand the surrounding circumstancesto be taken into account in
proceedingsunderPartXIII of the TradeMasks Act. Otherminorchangesinclude
limiting the offenceof importing counterfeitgoods to importation for commercial
purposesand extendingwhatis to betakento betrademark forgery.

Consequentialchangesinclude removinga defencethat would be incompatiblewith
theoperationof the new provisionsand ensuringthat forfeiture will continueto be
availableas a penaltyin privatelyprosecutedcases.

Recommendations54B, 54C and 56 of the Report havenot necessitatednew or
amendedlegislationas the CrimesAct 1914operatesto thedesiredeffect.
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FINANCIAL IMPACT STATEMENT

Continuationof the Automotive Industry Authority will involve on-going annual
running costsof some$1.1 million to coveradministrativeexpensesand salariesand
$215,000annualpropertyoperatingexpenses. This level of funding is consistent
with previousyears’ operationsand agreedwith the Departmentof Finance.

The amendmentsof the Commerce(Trade Descriptions)Act and the Trade Marks
Act are expectedto resultin an increasein Revenuereceipts.

Theamendmentsof the DesignsAct, the National MeasurementAct and theScience
and Industry ResearchAct haveno financial impact.
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NOTES ON CLAUSES

PART 1— PRELIMINARY

ClauseI — Shodtitle

1. Formal.

Clause2 — Commencement

2. This clausesubstitutesa new section 2. It providesfor commencementof
the Act upon the Royal Assent(subsection2(1)) exceptfor Part 4 (Amendmentof
theDesignsAct 1906)which is retroactiveto 30 July 1975 (new subsection2(2)).

3. The retrospectivedateof commencementof Part 4 is necessaryto preserve
existingregistereddesign rights. It predatesby 16 yearsthejudgementof the first
of two court decisions which have the undesired effect of invalidating many
registereddesigns. The provisionsof Part 4 will remedy this unintendedeffect.
The retrospectiveperiod of 16 years derives from the maximum period during
which a designregistrationcanbein force.

PART 2 — AMENDMENT OF THE AUTOMOTIVE INDUSTRY
AUTHORITY ACT 1984

Clause3 — Principal Act

4. Provides that in this part, the “Principal Act” meanstheAutomotiveindustry
AuthorityAct 1984.

Clause4 — Terminationof Act

5. Amends section 32 of the Principal Act to changethe termination datefrom
31 December1992to 31 December2000.

PART 3 — AMENDMENTS OF THE COMMERCE (TRADE
DESCRiPTIONS) ACT 1905

ClauseS — Principal Act

6. Formal.

Clause6 — Notice of intention to import

Clause7 —Importation of falselymarked goods
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ClauseS — Penalty for applying false tradedescriptionto exports

7. Clauses6, 7 and 8 amendsections6, 9 and 12 of the Act. Theamendments
will substantiallyincreasethepenaltiesfor failing to give noticeof an intcntion to
export, for falsely describingimported goodsor for applying false tradedescriptions
to goodsintendedfor export.

PART 4— AMENDMENT OF THE DESIGNS ACT 1906

Clause9 — Principal Act

8. Formal.

Clause 10 — Design ‘nay include functional features or be of indefinite

dimension
9. Clause10 insertsnew subsections18(2), (3) and (4). New subsection18(2)
will make it clear that indefinitenessin extent in one or two dimensionsof the
article to which a design is applied should not be taken into account when
determiningthe registrability of the design. The new provisionswill remedythe
undesiredeffect of the recentdecisionsof the FederalCourt in Bondor Ply Ltd and
Others v National Panels Pty Ltd 102 ALR 65 and in Brisbane Aluminium
Fabricatorsand SuppliesEty Ltd v Techni Interiors Pty Ltd 23 IPR 107 in which it
has been held, amongstother things, that designsfor articles of uniform cross-
section but of indefinite length are not registrable under the Designs Act.
Registereddesignsfor articlessuchas extrudeddoorframe or glazing jamb sections
are thereforeinvalid on the basis of thosedecisions. Designswhich are registered
for articleshaving not only indefinite length but also having indefinite width or
height (suchas wallpaperor textile fabrics) could alsobe of no forcein the light of
thedecisions.

10. New subsection18(3) will provide for the protectionor compensationof
personswho actedin the belief that the registrationof a design was invalidly made
asa consequenceof the recentcourtdecisionsso far as they relate to indefiniteness
of extentof an article. It is intendedthat the protection or compensntionwill be by
way of a licencealong the linesof that currently provided by regulations29, 29A
and 29B of the DesignsRegulationsas part of the protection or compensation
provisionsassociatedwith extensionsof time.

11. New subsection18(4) will cite the relevantdecisionsof theFederalCourt.

12. In order to preserveexisting design rights, the new provisions will be
retroactiveto 16 yearsbeforethe dateof judgementof theBondor case,the first of
thecourt decisions(seesubclause2(b)).
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PART 5 — AMENDMENTS OF THE NATIONAL
MEASUREMENT ACT 1960

Clause11 — Principal Act

13. Providesthat in this Part “Principal Act” meansthe National Measurement
Act 1960.

Clause12 — Interpretation

14. Insertsvariousdefinitionsnecessaryto give effectto the patterncompliance
and certificationprocesses.

Clause13 — Measurementsto be ascertained in accordance with appropriate
standardsof measurement,certified referencematerials or certified measuring
instruments

15. Amends section 10 of the Principal Act to encompasscertified reference
materials and certified measuring instruments within the traceability hierarchy.

Clause14 — Functions of the Commission

16. Insertsparagrapht8(l)(ea)into the PrincipalAct, addingpatterncompliance

checkingto theNational StandardsCommission’sfunctions.
ClauseIS — Patternsof instruments

17. Omits sub-sectionl9A(S) of the Principal Act, dealingwith the specification
of allowed amountsof error in certificatesconsequentupon the insertion of new
section I9AAA. Inserts new sub-section l9A(6A) which outlines the National
StandardsCommission’sobligationsin respectof a specificationspublishedby the
InternationalOrganisationof Legal Metrology.

18. Effectsotheramendmentsto section l9A to provide for the patternapproval,
verificationand certification of measuringinstrumentsusedfor legal purposesother
thantrade.

Clause16 — TolerancesandMeasuriaginstrument— accordancewith pattern

19. Inserts new section I9AAA into the Principal Act which provides for
regulations allowing the inclusion of allowed amounts of error and of test
proceduresin certificatesof approval.

20. Also insertsnew section I9AAB which provides for regulationssettingout
requirementsand proceduresfor approved patterns and who may carry out
proceduresin relation to patterns.
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Clause 17 — Regulations

21. Amends section 20 of the Principal Act to provide for regulations dealing
with the certification of reference materials and measuring instruments, the
establishingof certifying bodiesandtheissuingof certificates.

PART 6 — AMEN]I)MIENT OF THE SCIENCE AND INDUSTRY
RESEARCH ACT 1949

Clause IS — Principal Act

22. Provides that in this part “Principal Act” means the Scienceand Industry
ResearchAct 1949.

Clause19 — Appointmentof Chief Executiveetc.

23. Amends section lOB of the Principal Act, which enablesa decision to be
made about any residual matter not deterniincdby the ReniuncrationTribunal or
prescribedin regulations,by giving the decision making power to the Minister
insteadof the Governor-General.

PART 7— AMENDMENTS OF THE TRADE MARKS ACT 1955

Clause20 — Principal Act

24, Formal.

Clause21 — Forgeryetc. of trademarks

25. Subclause21(a) substitutesa penalty of two years’ imprisonment for the
existing penalty of $5000 or imprisonmentfor two years (in the caseof a natural

person)or $25,000 (in the caseof a body corporate). The CrimesAct 1914 will
operateto the effect of settingpecuniarypenaltiesof $12,000 for a natural person
and $60,000 for a body corporate. In all cases,thc penaltieswill be maximum
penaltiesby virtue of the CrimesAct.

26. Subclausc2 1(b) omits subscction98(2) which provides a defencethat will
not be compatiblewith theoperationof amendedsection 106 (seeclause23).
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Clause22

27. This clause substitutesnew sections 99 and 100 of the Act and repeals
section 101 of the Act which provides for forfeiture to the Commonwealthof
offending articles. Forfeitureof tainted property is provided for in Division 2 of
Part2 of the Proceedso,f CrimesAct 198/andnew section 107A (seeclause24).

Sellingetc. goodswith falsemarks

28. Subsections99(2) and (3) will prescribenew penaltiesof a maximumof two
years’ imprisonment,or a fine of $500 per item up to a maximumof $50,000for a
natural person, or both. The CrimesAct 1914 will operateto the effect of setting
$250,000 as the maximum pecuniarypenaltyfor a body corporate. This will give
the courts added flexibility to impose substantial penalties when warranted. By
virtue of section 40 of the Crimes Act, an offence under section 99 will be
indictable.

29. New subsection 99(4) will pros ide for both actual knowledge and implied
knowledge (arising from “ought reasonably to havc known”) of the counterfeit
nature of the goods being sold etc, to be taken into account in establishing a
contravention of subsection (1). It will also provide for the characteristics of the
defendant and the surrounding circumstances to be taken into account. The defence
provided by subsection 99(2) will not be carried over as it will be incompatible with
the operation of the new section.

30. The fact of entry in the Register of Trade Marks will continue to be available
as evidence amongst all the evidence relevant to the question of whether or not the
defendant knew or ought reasonably to have known that the trade mark was
registered.

importing goods with false marks

31. New section 100 will be limited to importation for commercial purposes.
This will ensure that the seisure-at-barrier provisions of the Act (section 103) wilt
apply uniformly to all alleged offending impnrts. It will also ensure that Australia’s
barrier control provisions, so far as they relate to imported counterfeit goods, will
not be out of step with those of other OECDcountries.

32. New penalties will be prescribed in subsections 100(2) and (3) of a
maximum of two years’ imprisonment, or a fine of $500 per item up to a maximum
of $50,000 for a natural person, or both. The CrimesAct J914 will operate to the
effect of setting $250.000as the maximum pecuniary penalty for a body corporate.
This will give the courts added flexibility to impose substantial penalties when
warranted. By virtue of section 40 of the Crimes Act, an offence under section 100
will he indictable.
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33. New subsection100(4) will provide for both actual knowledgeand implied
knowledge(arising from ‘ought reasonablyto have known”) of the counterfeit
natureof the imported goodsto be takeninto accountin establishinga contravention
of subsection(1). It will also provide for the characteristicsof the defendantand
the surroundingcircumstancesto be takeninto account.

34. •The factof entry in the Registerof TradeMarks will continueto be available
as evidenceamongstall the evidencerelevantto the questionof whetheror not the
defendant knew or ought reasonablyto have known that the trade mark was
registered.

Clause23 — What taken to be forgery of trade mark

35. Clause23(a) substitutesa new subsection106(1). The new provisionswill
providefor knowledgeof the registrationof a trademarkto be takeninto accountin
establishingwhethera personis taken to haveforged a registeredtrade mark. The
deemingprovisionswill also be extendedto the unauthorisedmakingof a registered
trademark which retainsits essentialcharacteristicsdespiteadditionsor alterations
which might transformthe mark sothat it can no longer be claimed to be identical
or “substantiallyidentical” with the mark asregistered.

36. Clause23(b) adds new subsection106(3). The new provisionswill provide
for implied knowledge(arising from “ought reasonablyto have known’) of the
registration of the trade mark and the characteristicsof the defendantand the
surroundingcircumstancesto be taken into account in establishinga contravention
of subsection(I).

37. The factof entry in the Registerof TradeMarks will continueto be availahle
as evidenceamongstall the evidencerelevantto the questionof whetheror not the
defendant knew or ought reasonablyto have known that the trade mark was
registered.

Clause24 — Forfeiture orders under the Proceedsof Crime Act 1987

38. This clause inserts a new section lO7A. Consequentialon the repeal of
section 101 (seeclause22), the forfeiture provisionsof the Proceedsof Crime Act
2987 will be relied upon for prosecutions by the Director of Public Prosecutions,
New section lOlA will modify the application of the Proceedsof Crimes Act to
ensurethat thesameforfeitureprovisionswill be able to be relied uponin casesthat
are privately prosecuted. Section 13 of the Crimes Act 1914 provides for private
prosecutionsunderPartXIII of the TradeMarksAct.
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Clause 25 — Subsections99(1) and 100(1) may be dealt with summarily in
certain circumstances

39. This clause substitutes a new section 1 l8A. The provisionswill prescribe
the lesser penaltiesof up to 12 months’ imprisonment,or a fine of $500peritem up
to a maximum of $10,000 for a natural person, or both, for contraventionsof
subsections 99(1) or 100(1) which are dealt with summarily. By virtue of the
Crimes Act 1914, the maximum pecuniarypenalty for a body corporatewill be
S50,000. Theprovisionsof new section I ISA will be required notwithstandingthe
provisionsof section 4J of the Crimes Act, which provide for certain indictable
offencesto be dealt with summarily, becausetheprovisionsof subsection4J(3) of
theCrimesAct do notprescribepecuniarypenaltieson a per itembasis.

Printed by Authority by the Cornn,orii,ealth Go~ernii,entPrinter
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