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PATENTSAMENDMENT BILL 1995

OUTLINE

The purposeof the Bill i~to amendthe PatentsAct1990 (the 1990Act) to correctminorand
technicalerrors,andambiguitieswhichhavebeenidentifiedby usersof the patentssystemand
the AustralianIndustrial PropertyOrganisationfollowing its commencementin April 1991.
The changesareoutlinedbelow.

The Bill amendsthe definition of the term “supply’ for the purpose of contributory
infringement,to includean “offer to supply. This amendmentwould makeit consistentwith
the definition of ‘exploit which includesmake,hire, sell or otherwisedisposeof a patented
product,oroffer to make,hire, sell, or otherwisedisposeof it.

Amendmentisalsointroducedby theBill to addresstheconcernsraisedby the Administrative
AppealsTribunal in Re Franke and Commissionerof Patents (1993)AIPC 90-983 on the
interpretationof transitionalprovisions. The Bill inserts a new provisionto removesome
ambiguitiesin the interpretationof subsection234(3). The new provisionwill makeit clear
that for the purposesof oppositionto the grantof a patenton patentapplicationswhich have
beenlodgedunderthe PatentsAct 1952 (the 1952Act), andwhich had not beenfmally dealt
with, oppositionprovisionsunderPart V of the 1952 Act (but not its regulations)and the
regulationsunderthe 1990Act wouldapply.

The Bifi also introducesotherminorandtecimicalamendmentsto the Act as discussedin the
accompanyingnotes.

FINANCIAL IMPACT STATEMENT

The changesbroughtaboutby the Bill will requireno net additionalexpenditure.The Patent
Office, in accordancewith Governmentpolicy, operateson a full costrecoverybasis.
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NOTESON CLAUSES

Clause1-Short title

1. The clauseprovides that the Act may be cited as the PatentsAmendmentAct
1995.

Clause2- Commencement

2. This clauseprovidesthat the commencementdateof the Act will be on receiving
theRoyalAssent.

Clause3- Amendmentof the PatentsAct1990

3. This clauseprovidesthat the consequentialamendmentsto the PatentsAct 1990
aredetailedin theScheduleto theAct.

SCHEDULE

AMENDMENT OFTHE PATENTSACT 1990

1 - Section59

4. This item insertsa new provisionwhich would allow the Regulationsto provide
for the dismissalby the Commissionerof an oppositionto the grantof a patent. This
itemwill also allow for a review of, or an appealagainst,the Commissioner’sdecision
to dismisstheopposition,in theRegulations.

2 - Paragraph 88(2)(b)

5. This itemcorrectsanerrorsuchthat referenceto section48 in paragraph88(2)(b)
should be a referenceto section47. This paragraphnow accuratelyrefers to the
sectionsrelatingto the requestsforexaminationof apatentspecification.

3 - Subsection98(1)

6. This item deletesthe term “immediately’ from subsection98(1). It has always
beenintendedthat the referenceto the “prior art base” in this subsectionrefer to an
informationthat is notlost from apoolof knowledgeduringthepassageof time. Thus
the word “immediately” beforethe phrase“prior art base” is redundantand shouldbe
omitted.

4 - Subsection98(2)

7. Existing subsection 98(2) prohibits the Commissioner from considering
informationthat is madepubliclyavailableby somemeans(eg throughoral disclosure
or written documentation)in additionto beingmade public through the doing of an
act. Thisresult wasnot intended. This itemamendssubsection98(2)to theeffectthat

S information that is madepublicly availablein the patentareaexclusivelyby doing an
actwill bethe oniy typeof informationthat is excludedfromtheconsiderationof prior
artbaseduring the re-examinationof acompletespecification.



-4-

S - Subsection99(2)

8. This item corrects an error in subsection99(2) such that it now includes a
referenceto section 107, inadditionto section 106. A statementof amendmentsmay
also be filed in responseto a direction undersection 107 by the Commissionerto
amendthe patentrequestor specification,and subsection99(2) now takesthis into
account.

6 - Section 111

9. This item repeals section 111 so that the provisions relating to amendmentsof
complete specificationsset out in Part 3 of Chapter 10 apply to all types of
amendments.

7 - Subsection114(2)

10. This itemmakesit clearthat the meaningof “the invention” at line 5 in subsection
114(2)is the inventionthat hasbeendisclosedin the completespecification,and is not
referring to the term “the invention” as claimed and which was the result of an
amendmentasmentionedin subsection114(1).

8 - Paragraph 142(4)(a)

11. This item providesfor the omission of paragraph142(4)(a). Before grantingan
extensionof term,appliedfor underparagraph68(b), theConmiissionermaydirectthe
applicantto file a statementof proposedamendmentsundersection 108 to overcome
any issuesof invalidity concerningthe petty patent. If the applicantdoesnot respond
to the directionto amend,they will not be grantedanextensionof termand the petty
patentwill ceaseautomaticallyon the first anniversaryof the dateof sealing. Thus,a
provisionreferringto the lapsingof a petty patentapplicationif the applicantdoesnot
comply with the direction of the Commissionerunder section 108 is considered
redundant.

9 - Section204

12. This item provides for amendmentof section 204 so that it reflects the
renumberingof section21 of the CrimesAct 1914 to section15B.

10. Paragraph 228(2)(d)

13. This itemomitsparagraph228(2)(d)consequentialto the repealof section111.

11 - Section234

14. This item insertsa newprovisionundersubsection234 to makeit clearthat in the
caseof patentapplicationsreferredto in subsection234(2), the oppositionprovisions
underPart V of thePatentsAct1952 continueto apply to theseapplications,together
with the proceduresset out in Chapter5 of the Regulationsunderthe PatentsAct
1990. This amendmentwas a result of the concernsraisedby the Administrative
AppealsTribunal decision of the caseof Re Franke and Commissionerof Patents
(1993)AIPC 90-983,whereinDeputy PresidentMcMahonsuggestedthe amendment
of subsection234(3)to clarify its intent.
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12 - Definition of “supply” in Schedule1

15. Item 13 amendsthe definition of “supply” in Schedule1 of the PatentsAct 1990

S
so that it includesanoffer, by someoneotherthan thepatenteeor licensee,to supplya
patentedproduct. This ensuresthat contributory infringementof a patentincludes
offering to supplyapatentedproduct.
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